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19l Sl A] TS5 E7HA A s= Aol sttt g ZAelA v

3) el muAF To WE #5522 FoAd st th3-S Fx3hel Michael J.
Meurer, Craig Allen Nard, Invention, Refinement and Patent Claim Scope: A New
Perspective on the Doctrine of Equivalents, Georgetown Law Journal, August, 2005, 93
Geo. L.J. 1947, 1960 (°]38}, Meurer & Nard, Invention, Refinement and Patent Claim
Scope); Durham, Patent Symmetry, at 983-984, 991.

4) At EAFEe] A 2 rAEAR FEEe AL FAMC tEkel s,
Gregory B. Sephton, Biotechnology: The Doctrine of Equivalents and Infringement of
Patented Proteins, Suffolk University Law Review, Winter, 1991 (25 Suffolk U.L.Rev.
1035) fn. 30; David E. Wigley, Evolution of the Concept of Non-obviousness of the Novel
Invention: From a Flash of Genius to the Trilogy, Arizona Law Review, Summer, 2000,
42 Ariz. L. Rev. 581 (°]3}, Wigley, Evolution of the Concept of Non-obviousness) at
587, 605; Toshiko Takenaka, Doctrine of Equivalents After Hilton Davis: A Comparative
Law Analysis, 22 Rutgers Computer & Tech. L.J. 479 (1996) (°|3}, Toshiko Takenaka,
Doctrine of Equivalents).
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2 oupgehs) AR Aol HAE = S il Apelel] AA

7) Gray v. James, 10 F.Cas. 1015, 1016 (C.C.Pa.1817).

8) 71%-u-A3} AL 3xbA H A E(three-part test)2lil g},

9) Union Paper-Bag Mach. Co. v. Murphy 97 U.S. 120 (1877).

10) 97 U.S. 120 (1877), 125.

11) Graver Tank & Manufacturing Co. v. Linde Air Products Co., 339 U.S. 605 (1950).

12) °]2lg 32 Hl2Es WA AL 5A AFstan 724 5A W v}
FSelths o] R BFEstthe ve] itk A Hod 2 A oy A
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13) Toshiko Takenaka, Doctrine of Equivalents, at 486, 490.

14) Warner-Jenkinson Co. v. Hilton Davis Chem. Co., 520 U.S. 17, 40 (1997); A==l el 2}
o] 7]&o] 3xtA EH|AEe] u]sle] WE Jolxl o] ¢itt= FA-2 Durham, Patent
Symmetry, at 993-994 =,

15) ¥ <1 2000. 7. 28. A 9752200 HA(He|H LA (E)); WL 2009.10.15. A
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2009t}46712 #A (53 HUA &l FA)).

16) &3 A129x #13}; 35 U.S.C. § 102.

17) 539 #129=% #23}; 35 U.S.C. § 103.

18) Roy H. Wepner, The Patent Invalidity/Infringement Parallel, at 71-72; Wigley, Evolution
of the Concept of Non-obviousness, at 585.

19) vl=toll Al ARA Fr)FE 7]FE AL v]EF o2 Wy Alolrh 35 USC. § 103.
Conditions for patentability; non-obvious subject matter; Kalinchak, Obviousness and the
Doctrine of Equivalents, at 588.
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21) Wigley, Evolution of the Concept of Non-obviousness, at 605.

22) Roy H. Wepner, The Patent Invalidity/Infringement Parallel, at 75; Durham, Patent

Symmetry, at 1014.
23) Durham, Patent Symmetry, at 998; Meurer & Nard,
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24) Durham, Patent Symmetry, at 972.
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FAE 5 ol 71EFES AaA7h ol FolA e Afe W G2y u)
Folu}, 71&WA ] AT B4 717 ol AAT 4 sl 7]
29 Wl " olmm FEEd s AMHE Seuwe 75

Auy Bee Ad71E AAE J2D st Ad71ET F9UH
Aol g Belstm, ARAYAY DS HUH e 7|22 ol Salus)
AP o] Aol & seldtehan FWu e Adr| e Bate] A
WA o Abgpe] qlowl T ARl diste] H3E wWe & AT &
QVej g e Ssust ohujste] AnAol sleha ste] wEA el E
"she e ohieh Aal o v Bush] AT ARARA L Heuy
st @AE Apgpel vstelt perstelop ah7] wWliolch. el ol Halv)
Aol Baluviel Wgd FAE el AnAS 25 =W 5
g i AA T SaHe) o] gwe] Wy] wWiel PaE WA L

AnA feke A AARA Y e F poke] wE AYI) %

Hlalof shi wbd, ARAYA Bere SN 4 2258 3l

HE 845 AE 48]’ (element-by-element analysis)

John Gladstone Mills 1Il, Robert Clare Highley, Donald Cress Reiley Ill, Peter D.
Rosenberg, Patent Law Basics, Database updated October 2011, § 9:23. Impact of certain
factors on the application of 35 U.S.C.A. § 103 Obviousness and equivalence
(PATBASICS § 9:23); Durham, Patent Symmetry, at 972-973.

26) 534 W= 7152313 ¥4 A=) Toshiko Takenaka, Doctrine of Equivalents,
at 507; Meurer & Nard, Invention, Refinement and Patent Claim Scope, at 1996-1998.

27) Durham, Patent Symmetry, at 972.

28) W<l 2000. 7. 28. AL 9752200 #A; oi<] 2001. 6. 15. Al 985836 TA;
W1 2009. 6. 25. A 2007%-3806 #F; w4l 2005. 4. 29. Al 20035656 A,
s 2005, 9. 29. A3 2004%486 HA. 'eaviuAlE FHeAE dUdE o
vlgte] 3ol A ste AoEW s TN de Alew dddoes A
ol A A A 2] ¢ F'(all-element rule)e]2} 3% Fkc}. Kalinchak, Obviousness and
the Doctrine of Equivalents, at 602-603.
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29) Wigley, Evolution of the Concept of Non-obviousness, at 605.

30) Meurer & Nard, Invention, Refinement and Patent Claim Scope, at 1979.

31) Hughes Aircraft Co. v. United States, 717 F.2d 1351.

32) Hughes Aircraft Co. v. United States, 717 F.2d 1364.

33) Meurer & Nard, Invention, Refinement and Patent Claim Scope, at 1979.

34) Pennwalt Corp. v. Durand-Wayland, Inc. 833 F.2d 931.

35) Pennwalt Corp. v. Durand-Wayland, Inc. 833 F.2d 935.

36) Warner-Jenkinson Co., Inc. v. Hilton Davis Chemical Co. 520 U.S. 17.

37) Warner-Jenkinson 520 U.S. 17, 29 “all-element rule”< “all-limitation rule”®} F<d3gt <]
ulola, o5 “FAL7Asm|e] o]zl Fr}. Meurer & Nard, Invention,
Refinement and Patent Claim Scope, at 1979 % 3; Darcy August Paul, The Judicial
Doctrine of Equivalents, Harvard Journal of Law & Technology, Fall, 2003, (17 Harv.
JL. & Tech. 247) (o3}, Darcy August Paul, The Judicial Doctrine of Equivalents), at
262-263.
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38) frdd, SalaFolAe] d5&2 AAA A3, p31s

39) Darcy August Paul, The Judicial Doctrine of Equivalents, at 261-262; All-element rule<]
715l 33}el= Meurer & Nard, Invention, Refinement and Patent Claim Scope, at
1999 =,

40) Pennwalt Corp. v. Durand-Wayland, Inc. 833 F.2d 940.

41) Durham, Patent Symmetry; Toshiko Takenaka, Doctrine of Equivalents, at 482; Roy H.
Wepner, The Patent Invalidity/Infringement Parallel, at 80 (“5-3]A ko] 715 7b5
3k 3k A o] % FAwtr|E3 ge)S o] Fojof dhr}”): Kalinchak, Obviousness and the
Doctrine of Equivalents.

42) Toshiko Takenaka, Doctrine of Equivalents, at 482.
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Obviousness Standard and Ease of Interchangeability in the
Doctrine of Equivalents

Koo, Dae-Hwan

In 97hu2200, the Supreme Court of Korea suggested five requirements to apply
the doctrine of equivalents, i.e. identity of problem-solving principles,
interchangeability, ease of interchangeability, exception of known arts and
file-wrapper estoppel. There have been arguments on whether the standard of ease
of interchangeability could be regarded as the same as the obviousness standard
in deciding patentability.

The side who thinks that they are different (hereinafter, the side of difference)
considers that the standard of ease of interchangeability is narrower than the
obviousness standard. This side criticizes the side who thinks that they are the
same each other (hereinafter, the side of the same) on the reason that doctrine
of equivalents can be overly expanded.

On the other hand, 'the side of the same' argues that every accused invention
having no inventive step from the perspective of the patented invention should
be considered to infringe. 'The side of the same' points that if the standard of
ease of interchangeability is considered as narrower than the obviousness standard,
'grey area' should exist where the patent law cannot work.

The difference between the two side may cause contradictory results in the
decision of infringement under the doctrine of equivalents. Because 'the side of
difference' construes claims narrowly than ‘'the side of the same,’ an accused
invention in the grey area is not regarded to infringe. 'The side of the same,
however, considers the accused invention to fall into the scope of the patent under
the doctrine of equivalents.

This paper concludes that the standard of ease of interchangeability should be
regarded as the same as the obviousness standard from the perspective of economics
of innovation.

Key Words : Inventive step, Nonobviousness, Element-by-element
Analysis, Doctrine of Equivalents, Supreme Court,
Interchangeability, Readiness of Interchangeability
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