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AFE2+&(subject matter jurisdiction)® (1) A& E& E A 3]
535 7R oW Tl aFE AVIE T A AFE
TAAP A A 90 (2) FHHA A AL e 53] FE e
o] wH el &Fel& F-3}= A% (declaratory judgment litigation)el| 4] i
o x}7e] EAl(case and controversy) SA& FE3}E= A] o] LS E= X
A8 (3) sl W] o 5 = FTFH AHIAE &= A9 37}
A EF7F =9 o] 2 A WA AR EH—?‘“/}.

AT s ARshe =7ke] #7F sk 9l
7kl A AT L] AbEREe] W=

1

REES !
bl ESEAEe F& olvle] SR o
o

o

10 2} 7

5) AA <, “TEztellA o] B Y Atbel
22, 20049 109 &, 79F(“TrAl Al AL S
st FARAR RRTES AA = T UE
6) ool Tat ofe] =¥ Z wlwA Ho AL the A . Multinational
Enforcement of Patent Rights: National Jurisdiction Over Infrmgement and Validity of A
Foreign Patent, 94 J. Pat. & Trademark Off. Soc'y 192 (2012).
7) Medimmune, Inc. v. Genentech, Inc., 549 U.S. 118 (2007) (¥ %4
= AAAIRe R qlale] &aFS AVIGE f¥e] glorz i‘f‘ﬂz‘é—?ﬁi*( eclaratory
judgment action)S A|718}7] YA AAE A B Fok 58 Balo] AAA LS
3}7](breaching)3 F-ellwt 7hgatrt= Aol Weolslov, & AL AAAdS FA3
o] A FaES A7Isk= Aol rbedtrha #AF Abe).
8) ti*d<d 2010. 1. 28. A1 200731022 HA(“E3FEATS A
qlolet g Sairle] AelE&om qlstel 1 Az
A

e
e
[ >
K
o
1%
i
oi- 1
ofy
il
s}
)
R
rE
1%
-9,
4

Nl
j=tad
l_.

2
=3
=
o
I
9_’

l

v ks Al 9le] o el E vt A Aelnr dAAql o
< ety oldle Wl Sy 2 FH BES Az @A A
& 2= 23k,

9) Aat, “vlmrAwt AL AEe] A SAR A, T, g e,
20124 29, 205%(“olW BA(EE AANS TACR 1 Bde tF mE AFE
HElE Addsts #4S & 5 e WL #FdS H=3Fd(in rem jurisdiction)
olg}x g}, WEFIAL PAlsls o W3 mA el A9 ol s

H T
A e dele &5 2AT & oo, HAde] AR el Afakel] 3 o]]&
7= EE AFE EH%H I 8898 7=,

4]

10) Holx 907 =7k7b vhekgt efe] A A AP FH Y-S =93kaL qlvt Zuallcobley,
et al., Study on Spemahzed Intellectual Property Courts, 2012, p. 2.
<http://iipi.org/wp-content/uploads/2012/05/Study-on-Specialized-IPR-Courts.pdf>.
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o
2 o] FlAE FLT SSuAY AE

1. FHEE5sIHA

olx] Ao Agle]l ® AL oA u, FREFFSH UL B =
ol 2 =99 ARt f¥ dFE Frtel S vlAE FA|Fzefolzt
= AHelA vt rlAe d¥E Acta AAEch 2" A4 $-
bl AR EE A AFERES AR 9lolA FrEETES Y
AlERES WA AES vt slvh FR A3 EY) 3o Zhell= A
T B 552 E AadS AAdste = o] =T, 20129 64
299 W7ol B A EU AAAEL 197332 5 2 EPC) A4
=

11) vl=admA e 53 5 A3 Addx e il gl A5 347 A (unfair
competition)el] 3t kS szt 28 US.C.A. § 1338(b) (“The district courts
shall have original jurisdiction of any civil action asserting a claim of unfair competition
when joined with a substantial and related claim under the copyright, patent, plant
variety protection or trademark laws.”).

12) Conclusions of the European Council (28/29 June 2012).
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FETEA YL FYEAUAY AEH
Fe FAREE D F PR ek, B PR Balel B (1) Aol
3.

(6) L3Nl o3te] Fol== 7lRs Heldd A3 &%, (7) AAMESA
of 3k &, (8) AldAFE Alllxel o5t golds B g A,
(9) Al3F3 Al12zxe) o8t -5 sz EPOS] AA o I3 2FS
Gtk o] A6 o3t FREHSSHAE N 559 AL
2 F® Alte] Fsloint AHERES Al F F WA 5389 7
AAoR FHF AEE, dE &, AU e AReh glo] A Ak
ARQE ol ti3ted = AE S AR ek HEE Sl i H
S5 A oS Aol FRHETSAUAY AdE FHESAAH 7]
£ 7o el S BS Futel vk A, A8 U o

13) Council of European Union Document 14268/12 of Sept. 27, 2012.
14) Draft agreement on a Unified Patent Court and draft Statute,

Article 15 (1) The Court shall have exclusive competence in respect of:

(a) actions for actual or threatened infringements of patents and supplementary protection
certificates and related defences, including counterclaims concerning licences;

(al) actions for declarations of non-infringement;

(b) actions for provisional and protective measures and injunctions;

(c) actions for revocation of patents;

(c1) counterclaims for revocation of patents;

(d) actions for damages or compensation derived from the provisional protection conferred
by a published patent application;

(e) actions relating to the use of the invention prior to the granting of the patent or to
the right based on prior use of the invention;

(f) actions on compensation for licences on the basis of Article 11 of Regulation
implementing enhanced cooperation in the area of the creation of unitary patent
protection; and

(9) actions concerning decisions of the European Patent Office in carrying out the tasks
referred to in Article 12 of Regulation implementing enhanced cooperation in the
area of the creation of unitary patent protection.

<http://register.consilium.europa.eu/pdf/en/12/st14/st14268.en12.pdf>.
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=l 3l4-ge W3llE I FEE F
FaA 1% Arstes shar, AsjadHdels ¥art
Kl < ¥wl(defense) o Al7])8k= Zlol diste] wiiidde] 4
A gl A Bol grhiowe) g}, HE opE 75%6;;94;-1] w7
°ste] A de] 3R Aoy sty 2

T S FH ) o= o HaAdae] %F—:ﬂw) ‘3—4 i
dE S NAA}Y AE o] = AoEA, FESO

Hue Aele] @A FAss SHs delrbd (1% Fasl) A

¢

e W
i
Au
=2
>
uly
I

o
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>~
>
ok,
X
Jlm
_1_4 |

15) T ] 1992. 6. 2.7} 919}540 A4 W 2001. 3. 23. A1 9847209 AHA (Al 25
Eaw o] AlgtAdel distede #hE & 5 glon 2R A e dsles dnks
& & globar g gE ARE).

o4 2004. 10. 28. A1 2000T}69194 FHA(“Es]e] FFEAIAo] A7 o)A
3 Stieke SsAALs e Alshe HAe Falel FRAGT Qe Zle] W
g 2
o]

N
o

16)

o] o] tfsle] Ftst 4= 9l Ale]dk & Esd ZaAers) 9 7
Wk woll= 1 53| Hell 713 FX o} Eali) 58 A= 548 AP@, o]
gk Aol KHD‘E}O% 3] -&¥ =] o gctn).

el 2012, 1. 19. Alar 20100495390 Aol Al #A“E L g FaAA
A= 7] Heleta strjete S Aol FAH] 1 557t SR
Tol] oJale] FEZ = Zlglo] WMt Aol 2 53 7x3 AFA =

17) o

o]

/g

g 5o ATE SR abgel gl @ Weldgel sgse] s14mA of
Y

37

O

] R
doha wolol 8hx, SRR ALES PR WUCRAE SsjUuAe] 1o

o} g i
A Reldgol bl we] ol A%, o wrE Ayl §19 A 2A
HE ] o)

Sat o] 21HA of o diste] Ale] S 4 gloka 3 Zlolrh).
18) HAEE %ia E%12(2000). 4. 11. A3&HA FA(&=S AH]” AHA)

19) 2004 ﬁaﬂw A 104x213(5-3] A2 52 Al @b AghS A (et



a5gte] Sale] TEE o] Aelstel Aele] AL AHu
v EAe A odeho o, e o A9geA B4
oW WAOZ Ag mi FEstolol sl st o] AFHow
e At 1 wAe] AAF S A gatolof & A, ohw
AnA Al g A3k oW A Al wele] AU &
FHo= stk AN

2. 7=

nj=ol| 4 A A A4S thEE AEHdezEs dustadgayd
(CAFC)te] &A1t Aoz AR Th2)2) 7 WAL (1) AAAHA AFA
o] ol Abold7 A, AWAFA} AP S5 ohF= e, (2) MIFE
AR A AT A A6 digk AAFHLE, 3) AWAHEAL 534
F 1135 (1TC)2] AA N wigt FaA}

A Aol AR G, @) FAF

A el g o e 53 ARl Wl wisteiRt Ay

20) trobr}, Bl AalxgPddel (HEERS FaRAY 3 Aolely) HEES
o] F&o| H3ld® vhE 4 glvkn A E . i 20120 10. 18. A3 2010tk
103000 A Aol A A,

21) CAFC 19821 A== %, 2 Wl A=l oAl w3 =2 188748 Al
z+=]9l}. Subcommittee on Patents, Trademarks, and Copyrights, 85th Cong., Single
Court of Patent Appeals- A Legislative History 3 (Comm. Print 1959) (¢}2] Scott Amy
=0 Zh 56ellA Al Q1S

22) A5, 54 2 5398l 7% Al 91§ VIS BPAI ¥ CAFC A, &
A A& R4, 20060 99 FhaL,

23) CAFC9] of2] t}ekdl #ste) Fsle]= 28 US.C. § 1295 JFA o] &3t}

24) A3pH o7 CAFCe] A}t vbfe AHd & (AHA 5 715) of 13ute] 53|AbAlo]
th o]’ AR A CAFCe S3AdmHdelztar shrlole Wy w2 33 7l
S. Jay Plager, The Price of Popularity: The Court of Appeals for the Federal Circuit
2007, 56 Am. U. L. Rev. 751, 754 (2007) (CAFC2] Al&3do] YF ye A 2 3
AbE el ohkdt Hom lste] Aileletar el FAA3 wo] glrhk=
Ad5).
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AR A 2 S3 Aol g [IE 7ExIch) o 7)Ao EFH AL
olzt st Al7le] oAW}ESIH o ZHE v]FEH (arising under) A& A<l o}
E-(substantial question of federal patent law)ell 3k Zo]o]o} ghr}.2627) ¥
327} "k (counterclaim)® A7)} AR o] E&W AAHS F3sta
75, L AHe] B e g v EE ® AR el diste] =Ae] gl
t}. 19904 CAFC+ 419 AA(complaint)el] 2]slednt FHsto] A &) ]
2 3]sl v o] A3k nonfrivolous) ZFHAHEAYE S35 AH
el A9 L A1 CAFCZE #&-E 71| Zlolofof ghrlar A
Ab olch28) zrEvh, 22’k CAFC Aol o3k ¥Hake] Fhdi= 2002+
Holmes dn}eii<d Aol o3te] shrgic). &, AWt o] Holmes A}
Aol A #AG AA 2ol 42 (well-pleaded-complaint rule)ol] ] &}

A 2oge] B AR s1Fo] @ Polm | (defense) S

%9,
fr

)
o rr 2

Kl

r

25) 28 U.S.C. § 1338(a) (“The district courts shall have original jurisdiction of any civil
action arising under any Act of Congress relating to patents, plant variety protection,
copyrights and trademarks. No State court shall have jurisdiction over any claim for
relief arising under any Act of Congress relating to patents, plant variety protection, or
copyrights.”).

26) Holmes Group, Inc. v. Vornado Air Circulation Systems, Inc., 535 U.S. 826 (2002).

27) H3ApE digls A3tk oFelelAl IAsE dF A 28T HIAHAAEE
(legal malpractice action) AM1-& dubd oz F WLl dholr} 53 inFolA] 3
Gabake] WEAbE 2 gabatel Al f2ld AR AZlsA Eshgleh 2 oFqle]
MBS Az a9 A4z A7 e Arlske ase SaYe i v
F% Zel7}? Gunn v. Minton, 2012 WL 831493 (U.S.Tex. Oct. 05, 2012) (NO.
11-1118) (7] Ao de] F Al Ik ARzl AlelE Eskadrth). o] ARzl
ek zhabelk AW ofg AlelE FaL <http://www.patentlyo.com/patent/2012/10/
supreme-court-questions-whether-patent-law-malpractice-claims-arise-under-the-us-patent-laws
-and-thus-are-amenable-to.html?utm_source=feedburner&utm_medium=email&utm_campaign
=Feed%3A+PatentlyO+%28Dennis+Crouch%27s+Patently-0%29>.

28) Aerojet-General Corp. v. Machine Tool Works, Oerlikon-Buehrle Ltd., 895 F.2d 736, 744
(Fed. Cir. 1990) (“Congress clearly wanted this court to get its hands on well-pleaded,
nonfrivolous claims arising under the patent laws and thus to maximize the court's
chances of achieving the congressional objectives that formed the basis for the FCIA.”).

29) o|® AR A A} Aol #EE AAS = Flo] "oty By ohgd 2 %
&Ho] ARZ-E )}, “Plaintiff is the master and commander of the complaint.” Marcus V.

N
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el 2| Al A E o] ALE

=-2o| 730 o (answer) HE+= Z4A|HEA(compulsory counterclaim)=31) L
71520 A gt ajeE) Jae] ol miE dbie] oste] 53

2,

Aol APAe EFETeE 2 Ade A A g e
CAFC7} ozl A g ol D‘ﬂﬁ}ﬂ] ¥ = Zolrk3’y

Pl arol A= Holmes $HA 2 l3fe] 131e] Abe] osjx dte] AA
e Hert AFESss 2R Zixéé‘}%) Al 7|2H %l wlel w
2}36) (1) AEs o] 49 <l(cause of action)> A|F3t7} (2) A

7V &A= FAIZE AR Al E3W Al (substantial question of federal

AT&T Corp.,, 138 F.3d 46, 52 (2d Cir. 1998) (“[Plaintiff is the] ‘master of the
complaint’ [and is] ‘free to avoid federal jurisdiction by pleading only state claims even
where a federal claim is also available.””).

30) Aerojet-General Corp. v. Machine Tool Works, Oerlikon-Buehrle Ltd., 895 F.2d 736, 741
(Fed. Cir. 1990).

31) Tk A A)3lel ad YA dE A 1 AxE @Y AR o &
oA A|718}#] 3} =} Fed. R. Civ. P. § 13(a).

ofy

32) a7} A7) wS R 2R slE A (complaint)el] o)A #Ee] AAEE= AL &
Fgeleleg AAR AleEHes AFS 7|Fo 7 #Adto] AAH ool dhrf= FAbo] A

715l Aol 9leovt 1 FAe wbolz oA x| gkr). Christianson v. Colt Indus.
Operating Corp., 486 U.S. 800, 813 (1988).

33) Scott Amy, Limiting the Jurisdiction of the Federal Circuit: How Holmes Alters the
Landscape of Patent Cases on Appeal, 38 Ga. L. Rev. 429, 429 (2003) (“Specifically,
the rule set forth by the Court in Holmes looks solely to the plaintiff's well-pleaded
complaint to determine appellate jurisdiction, regardless of whether a patent issue in the
answer or compulsory counterclaim is the main issue in the case. Thus, following
Holmes, if no patent claim appears in the plaintiff's complaint, any appeal from a
judgment at the district court level now proceeds to the respective Circuit Court of
Appeals rather than to the Federal Circuit.”).

34) o] Ao Sy AMS Xt sviete 1 Ake] A w
Y Aol #AS Skl HashA] w2 Zolzbd o A2 HAFE Ao
5-gkc}. Merrell Dow Pharm. v. Thompson, 478 U.S. 804, 813 (1986).

35) vt #FE AARYy] 95t ME Fae] gl AHS oAl xF¢s= S 2
AAbe HA3 Zlo] = A gbr}. Eaton Corp. v. Appliance Valves Corp., 790 F.2d
874, 876 n.3 (Fed. Cir. 1986) (Claims that are “baseless or frivolous or” whose
“addition to the complaint was a tactical procedural maneuver” cannot form the basis for
Federal Circuit appellate jurisdiction.) (Christopher A. Cotropia, supra, note 1154 zj
1-8).

36) el A== A, 1 A" WSl wet Aol AA "t Wright, Miller, &
Cooper, Federal Practice and Procedure § 3566 (3d ed. 1998).
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patent law)®] |45 Z &

2
32 Holmes ¥zl Hu3ks 7FshA A
)

H Al o] Fol ks A %9)

Holmes ##ll= & (P15) A4S wdAo=2 st A &g A,
FElvetd A 2 E 8GR 7E o) el AA A dF e FEA
71 deh= 40 5> Holmes W& $2lvelrl 22 wrolEd H g
7F iA gheban AECh sk 2 uhebel] A AAEH el AgE= 73
wpeba ek J3hs AAEE AR ohw I are] AHdgt

171
thal) B ol o3, ZFA|uba(compulsory counterclaim)el] £]3le] 53 =
B v EE Aol x3E = A5, oF AR F AW AlAe] =

=
T HEe B AAS A0 o] fatelo} deh) F oy

37) Christianson v. Colt Indus. Operating Corp., 486 U.S. 800, 808-809 (1988).

38) Uroplasty, Inc. v. Advanced Uroscience, Inc., 239 F.3d 1277 (Fed. Cir. 2001).

39) Scott Amy, Limiting the Jurisdiction of the Federal Circuit: How Holmes Alters the
Landscape of Patent Cases on Appeal, 38 Ga. L. Rev. 429 ((2003); Scott Cole, The
Rise and Fall of Patent Law Uniformity and the Need for a Congressional Response, 81
Chi.-Kent L. Rev. 713 (2006); Kenneth C. Bass, Ill & Linda E. Alcorn, Critique and
Consequences of the Supreme Court's Decision in Holmes v. Vornado, 5 J. App. Prac. &
Process 501, 514-19 (2003); Christopher Cotropia, “Arising Under” Jurisdiction and
Uniformity in Patent Law, 9 Mich. Telecomm. & Tech. L. Rev. 253 (2003); Joseph Etra,
Holmes v. Vornado: A Radical Change in Appellate Jurisdiction, 5 Colum. Sci. & Tech.
L. Rev. 4 (2003); Elizabeth 1. Rogers, The Phoenix Precedents: The Unexpected Rebirth
of Regional Circuit Jurisdiction Over Patent Appeals and the Need for a Considered
Congressional Response, 16 Harv. JL. & Tech. 411 (2003); Jiwen Chen, The
Well-Pleaded Complaint Rule and Jurisdiction over Patent Law Counterclaims: An
Empirical Assessment of Holmes Group and Proposals for Improvement, 8 Nw. J. Tech.
& Intell. Prop. 94 (2009).

40) Holmes Group, Inc. v. Vornado Air Circulation Systems, Inc., 535 U.S. 826, 832 (2002)
(“[Alllowing responsive pleadings by the defendant to establish ‘arising under’
jurisdiction would undermine the clarity and ease of administration of the
well-pleaded-complaint doctrine, which serves as a ‘quick rule of thumb’ for resolving
jurisdictional conflicts.”).

41) American Invents Act (AlA) of 2011.

42) AuFRIAASH (Title 28) #|1338% (a)st F+ WA Ak “F ¥ (State courts)> 5
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e 554 AR BHek CAFCS W] thE Aol tfsto]
A 717l 937} CAFCE &8 EolE Aotk & ¥ /MH oz sl
=3 wlgle] FdAE 7] g F- e H3E CAFCe EAlztel
5

Eolxtla A=)

nl ool A T EA S AR AwbA b sl e] 3ste] ot 2| Al
FaE xA e FH EAl= gholdaAte] fut, EF3AA, 53¢
H)e]l Afrd B4 5ol dAECE) va2 dnki ]l CAFCZF ol¥ &
ol AME 23E AQAE AAS] Aol oln] AwpH FHe &

o,
%0,
(03
——)
>
-\
rE
>~
—|—l
Y
o
2
)
L
e,
lo
i
ot

A Ag 4 eleh
vFolA Aol AAA ES wAE TP A U 23 o

B A e o] o A ehae

z3hehe A () A A, 2 53l=
- Aol w&, (4) 74 AA

fetel Bolqe) RRE WA SE, 6 A A bR
AAs] skl Sel Ase] B, (6) Ak A AL 98k

of a9 Aale] B, (7) DAREW TAY AAL Sste] S

O:

ol
°
K
>
&
£ 4

d

A EEERE mb ARG Bete] g wet A® 2 te) B

3 . = ‘F(State)’2h= &0l V= mE F A

C, Fel=®elz o, v= wAl ofdals, v Afxel, 3 9 5 wiEo}

ldaes Z33ch” dupalalasy A1295% (a)3k (1)3 el o2l CAFCe] A}

t F& E2FsA =k ‘(1) 53] me AEEER I st
el upel A7)E wAbLSCd A e o HE i A wkAavF Ak |l
A, A, A oldale Aubel e 5 ovie]ohy

ofdal = xubile] F HAol g 3‘*011 3.

43) Jiwen Chen, supra, at 23 (“These state law claims generally include breach of patent
licensing contract claims, state unfair competition claims, or ownership (rather than
inventorship) claims of the patented invention.”).

44) Christopher A. Cotropia, supra, at 277-2794 ] A =].

45) thofgt R0 53| Aol gk 3stel ste] Aelgk F2 ofg AL ) E. Macy,
Jurisdiction of state court over actions involving patents, 167 A.L.R. 1114.
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I A AR A L] A S A EkE o] Flol sl e A ok,
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Htgyo] 7}e3slx== spgdvia gk} Cyrill P. Rigamonti, The New Swiss Patent
Litigation System, 2 Journal of Intellectual Property, Information Technology and
E-Commerce Law (JIPITEC) 3, para. 4 (2011),
<http://papers.ssrn.com/sol3/papers.cfm?abstract_id=1799343>.

47) Cyrill P. Rigamonti, The New Swiss Constitution and Reform of the Federal Judiciary
(May 4, 2000), <http://jurist.law.pitt.edu/ world/swisscorl.htm>.

48) Wikipedia (“A canton is a type of administrative division of a country. In general,
cantons are relatively small in terms of area and population when compared to other
administrative divisions such as counties, departments or provinces. Internationally the
best-known cantons, and the most politically important, are those of Switzerland. As the
constituents of the Swiss Confederation, theoretically (and historically) the Swiss cantons
are sovereign states.”).

49) F W2l (o)) YL t}e Alo|E Far. <http://www.admin.ch/ch/e/rs/c173_41.html>.

50) 29~ AWrES L] FA] Alo]l EE thg Zal. <http://www.bpatger.ch/en/>.

51) 200641 3-8 A]z2tEl E&Hld AL 913F =99 o] e thte] e the Alo]E Fa
<https.//www.|ge.ch/en/IegaI—|nfo/IegaI—areas/patents/patent—attorney—act—and—patent—court-act.html>.
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52) Cyrill P. Rigamonti, The New Swiss Patent Litigation System, 2 Journal of Intellectual
Property, Information Technology and E-Commerce Law (JIPITEC) 3, para. 13 (2011),
<http://papers.ssrn.com/sol3/papers.cfm?abstract_id=1799343>.

53) SPC(supplementary protection certificates). %-2] S3|¥ #|92x0] <3t E3HEEL7|7H
AgEdol ASske FA Almolrh Afa wIxkagH oy S AR ellA ool
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54) Rigamonti, supra, para. 21.

55) Rigamonti, supra, para. 22.

56) Rigamonti, supra, note 67.

4

508



T dTHeFTHR Fred ToTRX O OFRPE
T 0 ! — o
~) B2 < o < % o —_ = — K — Ay P — X
< T Lok _JF 2 wFT X F Wl W
TR SR COECs GodF STEF LR
gt N v X < : o m o ok moo
- oju N T oA o R T~ ) X0 oV
B SN N P X H X AN
= <~ — o ‘E o U_ = ,ﬂolu_ o 1_,NU UT_ o) Ao T AT ~ HT ZT
o p = " 2y Eollﬂ —~ e I o_uo ny 0 1_t
- lx_. ) EEU moor xR X - = K (- R I B
e LT T I - U T g N o
o« RX T g T o W oup G0 o W R g
- B o} G
= x X% lb g Py o T B
= NN Tom W T = Wy 2T F T 8T g o)
o o T & X = do A gm omo Mo Zm T 9
olp = E X M\nﬂ/ ~n &R N oy 2 ~ T & e Ao = T o
N A l%m_xiﬂm.%%ﬂ_ﬁiﬂ_%wm
P%%ﬂhw%w\ﬁjﬂum”oxﬁ%ﬂn\bdlﬂ%ﬂremm%i&w@ <
Aﬁqr_mn.wlnxnmcaﬁs?ﬂisﬂ%ﬂ&%%m&ﬂﬂ W
o o = - o X X 0 ;o_ﬁ‘mﬂﬂl N o K woX - o
G O B 1 nk T L Wz s o=
SR AT S A T B B B
WU_JI ]_( —_ o
<P Ll El xRk ET o R EL g T
o R X T K K ) o ofp o =y o " T 4K P A
X L }ﬂLZLXH — oio].uT_ = A oF mo
ﬂoefd.fxﬂ% ﬁoﬂ@dre\i%ixdrﬁrﬂ_sl%muw
o - ~ —
LY SR U T R e N N
E_.ﬂﬂlmwdrmu%ﬂi%W%ﬁ%,_A_ﬂUT%Nrmaufﬂ%wﬁwﬂoT
R = 0 — ) =0 == o o
AT T I AN N G R )
. B op = o 3 oy o= o g e A R o o oy GERS
TR E e T T %xﬂ%%ﬂ] EﬁaaolﬂWr@ljljl
TR ERE oy T Vmen xThwegc DX op2
oM ap e leT R ue g s P o@m o h® g Mo
e PR R Hﬂﬂ%lﬁoﬁlﬂoﬂeﬂﬂq
— ﬁ‘l ~_) —
I I Ho -%=4Uw _ =x%®% v %X L e
I U e W S - R - I J S
GG R B o - UL B T s R
pxFE O PFEFEHFHRPY 4T TR OWET AT o w A

509

57) Rigamonti, supra, para. 24.
58) Rigamonti, supra, para. 27.
59) Rigamonti, supra, para. 28.
60) Rigamonti, supra, para. 29.
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61) Rigamonti, supra, note 85 (“Final judgment means res judicata, that is, adjudication of
the issue by the Federal Patent Court possibly followed by Supreme Court review.”).

62) Rigamonti, supra, para. 30.

63) Zurich Commercial Court, Case No. HG050410, Order dated 13 October 2006, sic! 2006,
854.

64) Rigamonti, supra, para. 31.
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Intellectual
Litigation in the United Kingdom, at the report of Study on Specialized Intellectual
Property Courts, 2012, p. 121 (“The law administered by the Court of Chancery was,

and still is, known as ‘equity.””).
68) Civil Procedure Rules, 2010, Part 63.1(2)(f) (“‘Patents Court’ means the Patents Court of
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= 1 92 z5HY(Court of Appeal)’7475), t}olz} o <4 (Supreme
Cour) o2 4 & eb79m) FTela] EsAbdE Aetshe P

Ad7lo] o3ttt oA Fe 1851d7HA] ALw Lelrtae S

the High Court constituted as part of the Chancery Division by section 6(1) of the Senior
Courts Act 1981.”). <http://www.justice.gov.uk/courts/procedure-rules/civil/pdf/parts/part63.pdf>.

69) UK Patents Act, § 96(1)-(2).

70) G 53] AA BEs:= A% ® PC7l w3l European Patent Office
(EPO), Patent Litigation in Europe: An Overview of the National Patent Litigation
Systems in Europe 40 (2nd Ed., November 2010) (“A general appeal against all decisions
of the IPO should be filed with the Patents Court within 28 days from the date of the
decision.”). <http://www.ipfrontline.com/downloads/patent_litigation_in_europe_en.pdf>.

71) oJZ:=(England)e} 1L =(Wales)e] A7} 18]3tx, ~FEM=(Scotland)e] 4%
of == The Outer House of the Court of Sessionel], H-o} 2l =(Northern Ireland)®] 73-%-
o= The Northern Ireland High Courtel] #]~7]=lc}. Id. at 40.

72) PCell= S3AS Aeshes 6-7 9] AddAbrl ola, 543 SsApde o
FAfe| Al v A ZhebgE S AR @] o FAtelAl e g cha g
o} o= W) Aks] A 3 A (Alasdair Poore)32] <lE]H(20121d 849 314).

73) Civil Procedure Rules Practice Direction 52, paragraph 2A.2(2).

74) SN Eslage B4 6-1270Ye] Auww, ¥EAR el Richard
C Price and Gareth E Morgan, United Kingdom, Patents in Europe 2011/2012, p. 113
(“An appeal will typically be heard within six to 12 months of the trial. The appeal is
heard on points of law only, although some limited reassessment of evidential matters is
usually necessary in reviewing the first instance court’s application of the law.”).
<http://www.iam-magazine.com/issues/article.ashx?g=02a19701-db52-4abc-8733-0f70a2ffb504>.

75) 14 A aste] Fastual sk A WA 14 DA HkE Fakelol shu
W JAE s7bekAl e A 24 W™l s7FE 3ok EPO, supra, at 40
(“There is no automatic right of appeal; a party must ask the trial judge for permission.
If permission is refused, an application for permission can be presented to the Court of
Appeal, where a single Lord Justice will consider whether to grant permission to
appeal.”).

76) HEAlo] tilolrl= st AlEl o5 diffle] AMRoR AAsn, AdHow
g de] Esr7e AHeEsts A= v =Echx gl Guide to Intellectual
Property Disputes in the Patents County Court, p. 4 (“There is a further possibility of
an appeal on a point of law to the Supreme Court, although permission must first be
sought (and is rarely granted).”).
<http://www.innovatelegal.co.uk/Guide_to_the_Patents_County_Court.pdf>.

77) B84 b AAAA S BEels AAS $lste] 19324 S84l (Patents
Appeal Tribunal)e] A3 =31t} Hon. Judge Michael Fysh, QC SC, Intellectual Property
and Particularly Patent Litigation in the United Kingdom, at the report of Study on
Specialized Intellectual Property Courts, 2012, p. 122.

78) W.M. Hindmarch, The Defects of the Patent Laws of this Country with Suggestions for
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s, A g 5 a5S tEe HEe EsxHby d(Patents
County Court, ©]3} ‘PCC’)o] A3 = glc}.808182) ool 4= PCCY A}E
o] djste] erobir).

(2) &= PCCe Atz

PCC ofZell= S| tixpelAbz el o} 91010} 83) 20056 o]
= 3z

2= AR, A AR oA glthsass) of71A o] 59, Hixksl, A

Reforming Them, 19 (1851) (“Many persons entertain an opinion that the courts of law
of this country are not fitted to determine questions respecting patent rights, and they
contend that peculiar tribunals ought therefore to be erected with exclusive jurisdiction
over all suits respecting patents.”).

79) Hon. Judge Fysh, supra, at 122.

80) Michael Burdon, UK Patents County Court — Phoenix Risen?, Patent World,
July/August 2003, p. 1 (“The Patents County Court is essentially the result of the
controversial proposal in the 1986 White Paper for all patent disputes to be dealt with
by the Patent Office rather than the courts. The ‘Oulton Report’ prepared by the
Committee of Interested Parties as a response to the White Paper suggested the creation
of a Patents County Court as an alternative forum to the High Court for patent
litigation.”). <http://www.olswang.com/pdfs/phoenix_risen.pdf>.

81) Id. at 1 (“This suggestion was, in turn, accepted and enacted under the 1988 Copyright
Designs and Patent Act. The first, and so far only, Patents County Court was
established, in London, on 3 September 1990.”).

82) Wikipedia (“Established in 1990 by an order made under Section 287 (1) of the
Copyright, Designs and Patents Act 1988, the intention was that the PCC should be a
forum where simpler cases could be dealt with under a cheaper and more streamlined
procedure than the High Court.”).

83) The Patents County Court has special jurisdiction to deal with all matters relating to
patents and registered designs, together with other claims or matters which are ancillary
to or arise out of such proceedings. It does not have jurisdiction to hear appeals from
the Patent Office. There is no minimum or maximum limit of damages.

84) The Community Trade Mark (Designation of Community Trade Mark Courts) Regulations
2005 SI No. 440 and The Community Designs (Designation of Community Design
Courts) Regulations 2005 SI No. 696.
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85) Chancellor of the High Court, The Patents County Court Guide, 12th May 2011, p. 2
(“The intellectual property jurisdiction of the Patents County Court includes patents,
designs (registered and unregistered, Community and UK national), trade marks (UK and
Community), passing off, copyright, database right and other rights conferred by the
Copyright Designs and Patents Act 1988.”).

86) Id. at 3.

87) W= 55| Ao] 53Ed ool AxEY = ohFa gledl® E73ka “Patent
Office”2}= A& AF&-3}elgla 197513 0] = ojxJofF “Patent and Trademark Office”2}
= WA o2 ulAglel Pub. L. No. 93-596, § 1, 88 Stat. 1949 (1975). 2000 ] & &
T, 4= 53| Ho] o]F<S Patent Officec| 4] IP Office® wHrict ¢2vete &=
o] 52 ‘53 A R FUAIAN A o] F (iEH-e] widjelx E-3tar) 20004
"Korea Patent Office"ol| 4] “Korea Intellectual Property Office" = wv}# it}

88) Sung-Mei Hsiung (Judge, Intellectual Property Court, Taiwan), Numbers & Challenges -
A Baby Court Toward to Five Years Old, 2012 ¥z} 5olA] Q2F,

89) chah, ad el g FAMIAL P slel A gt
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96) Kiat Poonsombudlert, Case Study of Thailand’s IPR Court Regime, at Zuallcobley, et al.,
Study on Specialized Intellectual Property Courts, 2012, p. 114.
<http://iipi.org/wp-content/uploads/2012/05/Study-on-Specialized-IPR-Courts.pdf>.

97) Code of Civil Procedure, No. 109 of 1996, Art. 6 (Japan).

98) < o WHuAbs= AAMATHY 1S AT HLS A 270ellA 2 e
a2 AR A e 5 AL 278k slvh AA ASAS JRAdsk] Sl
Froletar ghrh. JEMIALS] 7h4-e1e] w2012 749 104).

99) Japan Patent Office, Patent Infringement Litigation in Japan, 2007, note 31.
<http://www.training-jpo.go.jp/en/uploads/text_vtr/pdf/3-01.pdf>.

100) Takenaka X o5 AT <Y(Special Court)d} FE=& dubyde]l AEH4
(Special Divisions in General Courts)2}x %33}z  glr}. Toshiko Takenaka,
Comparison of U.S. and Japanese Court Systems for Patent Litigation: A Special Court
or Special Divisions in a General Court?, p. 50.
<http://www.law.washington.edu/casrip/symposium/number5/pub5atcl6.pdf>.

101) &4 e B4 S sHAE Aabgelv], FAAE A 77, 2247
Wb el 39, XA 5 A)FAel 119 o] +5F-3kc). Id. note 32.

102) 2009 79 A, F WLLE ALE W) 9 AES < 2009E AW ek
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Plaintiff won in 22% of all cases and:
19% of cases before Tokyo DC
28% of cases before Osaka DC
Feason for wins:

Literal infringement 80%
DOE infringement 11%
Defense prevailed because:
Non-infringement
Invalidity 24%

Validity contested mn:

29% of cases before Tokyo DC - Found invalid in 22% of all cases
22% of cases before Osaka DC — Found invalid in 12% of all cases

Source: Mr. Junichi Kitahara
(http://chizai nikkeibp co jp/chizai/gov/tomatsu? 0040708 html)

75%

2 Felle Wit 64%, WElAE 16%, A7 ATl 20%E  TA R
Ryoichi Mimura, Court Appointed Experts with Technical Knowledge in Japan, 2012, p.
15. <http://iipi.org/wp-content/uploads/2012/02/Mimural.pdf>.

103) Id. at 21.

104) Masahiro Samejima, Is Japan a hostile environment for patents?, Intellectual Asset

Management January/February 2010.
<http://www.iam-magazine.com/issues/article.ashx?g=5514fb92-e4c3-4fb7-b45b-9ac226f07df3>.

105) Ryoichi Mimura, Court Appointed Experts with Technical Knowledge in Japan, 2012,
p. 6. <http://iipi.org/wp-content/uploads/2012/02/Mimural.pdf>.

106) Japan Patent Office, Patent Infringement Litigation in Japan, 2007, p. 25.

107) Id. at 21.
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115) Christopher M. Holman, Do Reverse Payment Settlements Violate the Antitrust Laws?,
23 Santa Clara Computer & High Tech. L.J. 490, 535 (2007) (“Most district courts
find it difficult to deal with the intricacies of law and technology that so often pervade
patent litigations, and patent cases also generally consume more judicial resources than
other types of litigation.”)

116) 2912 Al WAFEE Ssape] RS AFsE el st AR
gh, oh2 A AP #Eke] Aol dislele FAEA| ekokrla gtk Michael
Ritshcer, Patent Litigation in Switzerland-At the Brink of a New Era, on the book,
Patent Practice in Japan and Europe, Wolters Kluwer, p. 213 (2011) (“An informal
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123) Texas Instruments Inc. v. Fujitsu Ltd., 54 MINSHU 1368 (Sup. Ct. Japan, April 11,
2000). <www.softic.or.jp/en/cases/Texas_Inst_v_Fujitsu.html>.
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Patent Litigation in Switzerland-At the Brink of a New Era, on the book, Patent
Practice in Japan and Europe, Wolters Kluwer, pp. 214, 215 (2011).
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HlESA 2 Ao o E75Ae Ayt FA-dem A€} “One problem that
does occur in France is that as a result of the relatively rapid rotation of judges
through various judicial posts, there may be fairly frequent changes of judges
throughout the procedure. This can lead to some inefficiency and unpredictability.”
<http://www.ladas.com/L.itigation/ForeignPatentL.itigation/France_Patent_Lit.html>.

133) Draft Agreement on a Unified Patent Court and draft Statute (27 September 2012) Arts.
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Abstract

Subject Matter Jurisdiction of the Korea IP Specialized Court

Jung, Cha-Ho™

This paper studies the subject matter jurisdiction of the would-be established
IP specialized court of the Republic of Korea. For the study, precedents of Europe,
the U.S.A., the U.K., Switzerland, Taiwan and Japan were comparatively analyzed.
Based on such analysis, this paper proclaims the followings: First, the Korea IP
Specialized Court (considering current subject matter jurisdiction of the Korea
Patent Court) must have exclusive jurisdiction on cases arising under the laws
of patent, utility model, trademark and design. As a reference, Europe, the U.S.A.
and Japan have such jurisdiction on patent or technological cases only, and on
the other hand, Taiwan and Switzerland have such jurisdiction on broad intellectual
property related cases. Second, other intellectual property related cases on, for
example, copyright, employee invention, license agreement may be dealt with either
the IP Specialized Court or relevant district court, thereby allowing the plaintiff
to choose his convenient forum. Third, even though the plaintiff’s complaint does
not include patent related issues, if a nonfrivolous counterclaim raised by the
defendant includes patent related issues, the case must be classified as a patent
case. Fourth, the Korea IP Court (similar to Taiwanese precedent) must have the
IP Appeals Court, the IP Seoul District Court and the IP Daejeon District Court.
If a special division is established in current general court, it would be difficult
to specially treat the division differently from other normal divisions in the court.
Fifth, the judges who will serve in the IP Specialized Court must be selected among
judges based on their IP expertise or specially recruited among already experienced
IP specialized lawyers, and further more, must have at least five year tenure and
better be reappointed upon their wish.

Key Words : Patent Court, IP Specialized Court, Subject Matter
Jurisdiction, Consolidation of Jurisdiction, Expertise
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