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25) 1474 : 

Jacob S. Sherkow, Negativing Invention, 2011 B.Y.U. L. Rev. 1091, 1096 (2011) (“The Venetian 
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Dennis Crouch, Status of US Patent Applications, Oct. 11, 2014. <www.patentlyo.com>.
33) David E. Wigley, Evolution of the Concept of Non-Obviousness of the Novel Invention: From 
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Tom Arnold, My Friend, Giles Rich, 9 Fed. Circuit B.J. 39, 41 (1999) (“Title 35 was passed 
codifying the theretofore disjointed patent law for the first time, adding in a section 103 standard 
of patentability with the last sentence intended as a repeal of ‘flash of genius’ . . .”).

34) 1952 : Giles S. Rich, Escaping the Tyranny 
of Words-Is Evolution in Legal Thinking Impossible?, 14 Fed. Circuit B.J. 193 (2005).
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1952 . Patents and Designs Act, 1932, 

22 & 23 Geo. 5, c. 32, § 3 (Eng.).
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naturally: nonobvious to whom and as of what time and in view of what? And, most importantly, 
nonobviousness of what? Of the claimed invention as a whole, as you well know--not the 
obviousness of the differences from the prior art. And to prevent use of hindsight--a difficult 
task--nonobvious as of the time the invention was made, to a person of ordinary skill in the 
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that something might turn up is not enough.”).

58) Saint-Gobain PAM SA v Fusion Provida Ltd. [2005] EWCA Civ 177.
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71) Samson Vermont, supra, at 395 (“Thus, the uniformity of the patent term, by itself, is not 
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the varying scope of the claims. Society ‘pays’ the inventor of an important invention more 
in the form of a broader and more valuable monopoly.”).
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A Common Misconception on Inventive Step (Nonobviousness) 
Jurisprudence and Determination of Obvious Extraction

103)JUNG, Cha-ho*

This paper criticizes that many deciders, such as examiners, judges, expect an 

invention to be special, because of the common sense meaning of the Korean 

term “specially licensed.” Contemporary patent system does not only allow special 

inventions over upper ten percent into patent, but also allow normal inventions 

over upper forty percent. Such system is verified by the inventive step 

(nonobviousness) jurisprudence. The inventive step jurisprudence, prescribed by 

section 29(2) of the Korea Patent Act, is being summarized by two keywords, 

“PHOSITA” and “obvious extraction”. There have been some arguments which 

proclaim enhancement of inventive step hurdle and allow patents on only special 

inventions. This paper finds such arguments are not reasonable under the following 

reasons. Firstly, under a higher inventive-step-level system, patent invalidations 

would be excessive and as a result R&D activities and patent applications would 

be intimidated. Secondly, obvious extraction jurisprudence must be corresponding 

with the obvious enablement jurisprudence. Thirdly, practically, there would be 

fierce opposition from the patent practitioners. Fourthly, the inventive step system 

which patents only big inventions may not embrace improvement inventions by 

SMEs. Therefore, a person who decides inventive step, under current jurisprudence, 

must be careful against such an attitude under which inventive step of a small 

invention is easily disapprved. In addition, this paper criticizes many Supreme 

Court decisions, which admitted lack of inventive step on the ground that any 

(special) difficulty to extract the invention at issue from prior art is not being 

recognized. The correct inventive step jurisprudence is not for the applicant to 

prove difficulty of extraction for admitting inventive step, but for the examiner 

or invalidity trial requester to prove obvious extraction for negating inventive step. 

* Professor, Sungkyunkwan Univ. Law School.
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